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DETAILED ACTION 

1 . Please note that the examiner of record has changed. The new examiner is Callie Shosho. 

2. All outstanding objections and rejections are overcome by applicants' amendment filed 
1/11/07. 

In light of the new grounds of rejection set forth below, the following action is non- final. 

Claim Rejections - 35 USC S 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

4. Claims 1-7 are rejected under 35 U.S.C. 102(e) as being anticipated by Mizutani et al. 
(U.S. 6,727,310). 

Mizutani et al. disclose water-based metallic coating composition comprising 100 parts 
resin composition comprising resin having carboxyl group and hydroxy group and crosslinking 
agent, 0.5-40 parts metallic pigment including flaky aluminum, deposited aluminum, mica, 
bismuth oxychloride, etc., and 0.1-8, preferably 1-5, parts polyamide was known under the 
tradename Disparlon AQ-60 which is identical to that utilized in the present invention (col.l, 
lines 5-8, col.l, line 41-col.2, line 12 and col.2, lines 25-38). Given that Mizutani et al. disclose 
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composition identical to that presently claimed, it is clear that the composition would inherently 
possess storage modulus of elasticity after spray coating of at least 100 Pa/20 °C under 
conditions of 0.5 Pa stress and 0.1 Hz frequency as presently claimed. 

Although there is no disclosure in Mizutani et al. that the coating composition is a paint 
as presently claimed, applicants' attention is drawn to MPEP 21 1 1.02 which states that "if the 
body of a claim fully and intrinsically sets forth all the limitations of the claimed invention, and 
the preamble merely states, for example, the purpose or intended use of the invention, rather than 
any distinct definition of any of the claimed invention's limitations, then the preamble is not 
considered a limitation and is of no significance to claim construction". Further, MPEP 21 1 1 .02 
states that statements in the preamble reciting the purpose or intended use of the claimed 
invention must be evaluated to determine whether the purpose or intended use results in a 
structural difference between the claimed invention and the prior art. Only if such structural 
difference exists, does the recitation serve to limit the claim. If the prior art structure is capable 
of performing the intended use, then it meets the claim. 

It is the examiner's position that the preamble does not state any distinct definition of any 
of the claimed invention's limitations and further that the purpose or intended use, i.e. paint, 
recited in the present claims does not result in a structural difference between the presently 
claimed invention and the prior art composition and further that the prior art structure which is a 
composition identical to that set forth in the present claims is capable of performing the recited 
purpose or intended use. 

In light of the above, it is clear that Mizutani et al. anticipates the present claims. 



f 
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Claim Rejections - 35 USC § 103 
5. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 



6. Claims 1 and 3-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Wakui 
(U.S. 5,994,494). 

Wakui discloses water-based metallic paint comprising 0.25-5% polyamide anti-settling 
agent, resin composition comprising base resin and crosslinking agent, and metallic pigment 
including aluminum and mica (col.l, lines 4-9, col.2, lines 9-10 and 4-6, col.3, lines 1-4 and 43, 
col.4, lines 8-16 and 25-34, and col.7, line 65-col.8, line 40). 

The difference between Wakui and the present claimed invention is the requirement in 
the claims of the amount of polyamide per 100 parts resin composition. 

Attention is drawn to the example in col.7, line 65-col.8, line 40 that discloses paint 
comprising 44.1 parts acrylic resin, 6.4 parts melamine resin, 49.5 parts water, 5 parts metallic 
pigment, and 2 parts polyamide, i.e. anti-settling agent. It is calculated that the amount of 
polyamide per 100 parts resin composition (acrylic resin and melamine resin (crosslinking 
agent)) is approximately 4 ((2*100)/50.5). Attention is further drawn to col.4, lines 25-28 which 
discloses the use of 0.25-5% anti-settling agent in the paint and discloses that if the amount is too 
low, the settling preventing effect is not sufficient and if the amount is too high, there is an 
increase in viscosity and lowering of luster. Based on this amount of polyamide, it is calculated 
from the example that the paint comprises polyamide in amount ranging from 0.49 - 9 parts per 
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100 parts resin composition ((0.25*100)/50.5 - (5*100)/50.5) which clearly overlaps the amount 
present claimed. 

Given that Wakui disclose composition as presently claimed including amount of 
polyamide that overlaps that presently claimed, it is clear that the composition would 
intrinsically also possess storage modulus of elasticity as presently claimed. 

In light of the above, it therefore would have been obvious to one of ordinary skill in the 
art to utilize polyamide in amount, including that presently claimed, in order to produce paint 
with good anti-settling effect, viscosity, and luster, and thereby arrive at the claimed invention. 

7. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Wakui as applied 
to claims 1 and 3-7 above, and further in view of Kusumoto Chemicals (DISPARLON 
information sheet). 

The difference between Wakui and the present claimed invention is the requirement in 
the claims of specific polyamide. 

Although Wakui discloses polyamide anti-settling agent, there is no disclosure of 
polyamide wax. 

Kusumoto discloses Disparlon, a compound based on an amine salt of a polyamide wax 
designed for water-based systems. Disparlon interacts with resins to form a thixotropic structure 
to prevent pigment from settling or hard caking. Disparlon is dispersed into water-based paints 
and demonstrates a strong anti-settling effect without a loss of film gloss. The additive level is 1- 
3% of the total paint. The Disparlon is added to aqueous metallic paint with acrylic resin, 
melamine resin, and pigment particles. 
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In light of the above, it therefore would have been obvious to one of ordinary skill in the 
art to use Disparlon as the polyamide anti-settling agent in Wakui because it not only 
demonstrates a strong ant-settling effect, which is important in the Wakui reference, but 
additionally results in no loss of film gloss, which would also be beneficial for a paint such as 
Wakui 's and thus, one of ordinary skill in the art would arrive at the claimed invention. 

Response to Arguments 

8. Applicants' arguments filed 1/1 1/07 have been fully considered but they are not 
persuasive. 

Specifically, applicants argue that Wakui is not a relevant reference against the present 
claims given that the amount of polyamide is outside the scope of the present claims. 

Applicants calculate, and the examiner agrees, that the example of Wakui discloses the 
use of approximately 4 parts polyamide per 100 parts resin composition, i.e. acrylic resin and 
crosslinking agent (melamine resin). 

However, this is only one preferred embodiment of Wakui wherein the anti-settling agent 
is utilized in an amount of 2% based on the paint vehicle, i.e. acrylic resin, crosslinking agent,, 
and water. A fair reading of Wakui as a whole clearly discloses that the polyamide is utilized in 
amount ranging from 0.25-5% based on the amount of paint vehicle. Thus, based on the example 
and utilizing 0.25% polyamide, it is calculated that the polyamide is present in amount of 
approximately 0.49 parts per 100 parts resin composition while based on the example and 
utilizing 5% polyamide, it is calculated that the polyamide is present in amount of approximately 
9 parts per 100 parts resin composition. 
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Thus, a fair reading of Wakui as whole discloses the use of 0.49-9 parts polyamide per 
100 parts resin composition which clearly overlaps that presently claimed. As set forth in MPEP 
2144.05, in the case where the claimed range "overlap or lie inside ranges disclosed by the prior 
art", a prima facie case of obviousness exists, In re Wertheim, 541 F.2d 257, 191 USPQ 90 
(CCPA 1976); In re Woodruff 919 F.2d 1575, 16 USPQ2d 1934 (Fed. Cir. 1990). Further, 
attention is further drawn to col.4, lines 25-28 of Wakui that discloses if the amount of 
polyamide, i.e. anti-settling agent, is too low, the settling preventing effect is not sufficient and if 
the amount is too high, there is an increase in viscosity and lowering of luster. Thus, it would 
have been obvious to one of ordinary skill in the art to utilize polyamide in amount, including 
that presently claimed, in Wakui in order to produce paint with good anti-settling effect, 
viscosity, and luster, and thereby arrive at the claimed invention. 

With respect to claim 2, applicants argue that there is no motivation to utilize Disparlon 
as the specific polyamide in Wakui given that even if such polyamide were utilized in Wakui, the 
paint would not possess storage modulus of elasticity as presently claimed. As evidence to 
support this position, applicants point to 1.132 declaration filed 1/11/07. 

The declaration shows that presently claimed paint (see example 1 of present 
specification) that utilizes 4 parts Disparlon per 100 parts resin composition possesses storage 
modulus of elasticity of 84 Pa/20 °C which is outside the scope of the present claims. 

However, as discussed above, the example of Wakui is only one preferred embodiment of 
Wakui. A fair reading of the reference as a whole clearly discloses the use of 0.49-9 parts 
polyamide per 100 parts resin composition which overlaps the amount presently claimed. Given 
that Wakui discloses paint with amount of polyamide that includes that presently claimed, it is 
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clear that the composition would intrinsically also possess storage modulus of elasticity as 
presently claimed. 

In light of the above, it is the examiner's position that Wakui remains a relevant reference 
against the present claims. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Callie E. Shosho whose telephone number is 571-272-1 123. The 
examiner can normally be reached on Monday-Friday (6:30-4:00) Alternate Fridays Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 119. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Callie E. Shosho 
Primary Examiner 
Art Unit 1714 



CS 

3/31/07 



